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This Application, filed January 25, 2007, is a 371 of PCT/US04/30774, filed 
September 21 , 2004. 

Claim 1-7 are pending. 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group 1 , claim(s) 1-3, drawn to a method for breeding cows for desired milking 
characteristics. 

Group 2, claim(s) 4, drawn to a method of identifying a bull whose daughter cows will 
have a faster milking time. 

Group 3, claim(s) 5-7, drawn to a PCR-RFLP kit that comprises a pair of primers which 
flank the 11 th nucleotide position of the bovine beta2-adrenoreceptor gene. 

The inventions listed as Groups 1-3 do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: at the time of filing, 
Roets et al., 1986, J. Dairy Sci., 69: 3120-3130, see IDS, teach that there is a strong 
correlation between milking characteristics and beta2: alpha2-adrenoceptor density 
ratios. A fast milking cow has a low beta2: alpha2-ratio (Roets et al., page 3127, 1st 
col., 2nd parag. under "Discussion"). As such, an artisan would have identified cows 
that have low beta2:alpha2-adrenoceptor density (e.g. an allele for low beta2 
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expression) and used them to obtain cows that milk at a high rate. Thus, the invention 
lacks unity. 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: 

Claim 4 of Group 2 and claim 7 of Group 3 are drawn to the use of distinctly 
named pairs of primers (SEQ ID NOs 1 and 2) and (SEQ ID NOs 3 and 4) and one pair 
must be elected. According to the guidelines in Section (f)(i)(a) of Annex B of the PCT 
Administrative Instructions, the special technical feature as defined by PCT Rule 13.2 
shall be considered to be met when all the alternatives of a Markush-group are of 
similar nature. For chemical alternatives, such as the claimed polynucleotide 
sequences, the Markush group shall be regarded as being of similar nature when: 

(A) all alternatives have a common property or activity and 

(B) (1) a common structure is present, i.e., a significant structure is shared by all of the 
alternatives or 

(B)(2) in cases where the common structure cannot be the unifying criteria, all 
alternatives belong to an art recognized class of compounds in the art to which the 
invention pertains. 

The instant pairs of primer sequences are considered to be each separate 
inventions for the following reasons: 
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The sequences do not meet the criteria of (A), common property or activity or 
(B)(2), art recognized class of compounds. Although the listed primer pairs target and 
amplify the same gene, each pair behaves in a different way in the context of the 
claimed invention. Each primer pair targets a different and specific region of beta2- 
adrenergic receptor and each pair produces an amplified product that is different from 
the other. Each member of the class cannot be substituted; one for the other, with the 
expectation that the same intended result would be achieved. 

Further, although the instant primer pair sequences target the same gene, the 
sequences do not meet the criteria of (B)(1 ), as they do not share, one with another, a 
common core structure. Accordingly, unity of invention between the primer pair 
sequences of the instant application is lacking and each primer pair claimed is 
considered to constitute a special technical feature. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
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The following claim(s) are generic: 

Claim 4 of Group 2 is generic for primer pairs that amplify a region of the beta2- 
adrenergic receptor. 

Claims 5-7 of Group 3 is generic for primer pairs that amplify a region of the 
beta2-adrenergic receptor. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement may be traversed (37 CFR 1 .143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
preserve a right to petition, the election must be made with traverse. If the reply does 
not distinctly and specifically point out supposed errors in the restriction requirement, 
the election shall be treated as an election without traverse. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joanne Hama, Ph.D. whose telephone number is 571- 
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272-291 1 . The examiner can normally be reached Mondays, Tuesdays, Thursdays, 
and Fridays from 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Paras, can be reached on 571-272-4517. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to (571 ) 272-0547. 

Patent applicants with problems or questions regarding electronic images that 
can be viewed in the Patent Application Information Retrieval system (PAIR) can now 
contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has 
been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It 
also enables applicants to view the scanned images of their own application file 
folder(s) as well as general patent information available to the public. For all other 
customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



Application/Control Number: 10/572,989 Page 7 

Art Unit: 1632 



/Joanne Hama/ 
Art Unit 1632 



